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REMARKS 



Claims 1-20 and 24-31 are pending in the current application. 

Claim Rejections under 35 K5.G § 102 should be withdrawn 

Claims 1-5, 11-14, 18-20 and 24-28 have been rejected under 35 U.S.CJ. 102(e) by 
the Examiner as being anticipated by Caskey et aL (U.S, Patent Number 6,153[379} 
Applicants respectfully disagree with the Examiner. 

As claimed, the current invention relates to a method for detecting muljtiple 
transcripts comprising hybridizing the transcripts to an array of immobilized pjrimers, 
extending the primes to synthesize complementary DNA (cDNA) under appropriate 
conditions and detecting labeled extension products (cDNAs- see page 19, linis 3-6 and 
Figure 1). The current invention teaches a method for monitoring gene expression 
monitoring, mapping transcription, detecting mutations and different forms 
of a gene (See page 35). 

Caskey et al. teach a method for analyzing the nucleotide sequence of 
polynucleotide of interest comprising hybridizing the polynucleotide of interest 
oligonucleotides primers, conducting a single base extension reactions and rez 
oligonucleotide array to determine the sequence of the polynucleotide of interest 
presence of mutations or sequence alteration. 

Caskey et al. do not teach or disclose conducting multiple b ases prime 
reactions and, in fact, teaches away from multiple bases extension because the 
requires subjecting the primers to a single base extension reaction by extending 
primers using terminating nucleotides (such as ddNTPs, see CoL 6, lines 33-6}l), 
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et al teach a method for analyzing a nucleotide sequence of a single polynucleotide of 



interest (single or both strands, see CoL 6, lines 9-32). Lastly, Caskey et al te;ich a 
method for sequencing or detecting mutations/sequence alterations in a polynucleotide 
sequence. Caskey et al. do not teach or disclose monitoring the expression of lifferent 
genes or quantifying different forms of the transcripts of a gene. 

Since Caskey et al. do not teach each and every element of a claimed invention, 
Applicants respectfully submit that the rejection of Claim 1-5, 11-14, 18-20 aijd 24-28 
under 35 U.S.C 102 should be withdrawn. 
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i Examiner, 



Claim Rejections under 35 U.S.C. § 103 should be withdrawn 

Claims 6-10 and 15-17 have been rejected by the Examiner as allegedly 
unpatentable over Caskey et al. (U.S. Patent Number 6,153,379) in view of 
(U.S. Patent No. 5,605,662). Applicants respectfully disagree with the 

As discussed above, the primary reference Caskey et al. fails to teach, 
motivate the detection of transcripts using multiple bases primer extension rea 
Heller et al. is cited as providing detection of multiple RNAs and arrays contai 
10,000 probes per cro2 and do not remedy the deficiencies of the primary 
summary, since neither reference, individually nor in combination, suggest the 
invention, Applicants respectfully submit that the Examiner failed to establish 
facie case of obviousness for the instant Claims. Therefore, Applicants respedtfully 
submit that the rejection of Claims 6-10 and 15-17 under 35 U.S.C 103 shoulc 
withdrawn. 
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Claims 30-31 have been rejected by the Examiner as allegedly being unpatentable 
over Caskey et ah (U.S. Patent Number 6,153,379) in view of Combimatrix. applicants 
respectfully disagree with the Examiner. 

As discussed above, the primary reference Caskey et al. fails to teach, iuggest or 
motivate the detection of transcripts using multiple bases primer extension reactions. 
Combimatrix is cited as providing the step of fragmenting RNA prior to hybridization to 
a probe array and do not remedy to the deficiencies of the primary reference. If 
summary, since neither reference, individually nor in combination, suggest the present 
invention, Applicants respectfully submit that the Examiner failed to establish a prima 
facie case of obviousness for the instant Claims. Therefore, Applicants respectfully 
submit that the rejection of Claims 30-31 under 35 U.S.C 103 should be withdrawn* 
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CONCLUSION 

For these reasons, Applicants believe all pending claims are now in < 
allowance and should be passed to issue. If the Examiner feels that a telephc 
conference would in any way expedite the prosecution of the application, please do not 
hesitate to call the undersigned at (408) 731-5000. 

The Commissioner is hereby authorized to charge any additional fees ^[vhich may 
be required, or credit any overpayment to Deposit Account 01-0431- 



BEST AVAILABLE COPY 

4 



PAGE 7/8* RCVD AT 9/2/2005 12:14:38 PM [Eastern DayDght Time] * SVR:USPTO^FXRF-6/25* DNIS:2738300 * CS!D:4087315392 * DURATION (mm-ss):02-16 



"Sep-02-05 08:17am Frora-Af f ynot r ix , Inc. 

Serial No.: 09/746,113 
Attorney Docket No.: 3375 



408 731 5392 



T-220 P. 008/008 F-872 



If the Examiner has any questions pertaining to this application, the Expminer is 
requested to contact the undersigned agent. 

Respectfully submitted, 



Date: 



Customer No. 22886 

Legal Department 
Affymetrix, Inc. 
3380 Central Expressway 
Santa Clara, CA 95051 
Tel: 408/731-5000 
Fax: 408/731-5392 



By_ 



Leticia R. Block 
Registration No. 50,167 
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